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DETAILED ACTION 

1 . Claims 1 - 22 are presented for examination. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claims 1 - 2, 10 - 1 1, and 19 are rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by Knight et al. [hereinafter as Knight], EP 03358 12A. 

4. As to claim 1 , Knight discloses a system and method for booting a host adapter device 
[21] devoid of dedicated [without requiring] nonvolatile program memory [18, ROM], wherein 
said host adapter device [21] is associated with a motherboard [10, system board] having BIOS 
code [IPL or boot program] stored in a non- volatile memory [17, non- volatile memory], said 
method comprising the steps of: 

a. retrieving operational programmed instructions [initialization program] for said 
host adapter device [21] from said non-volatile memory device [17] of said motherboard [10]; 

b. downloading [placing] said operational programmed instructions [initialization 
program] from said motherboard [10] to a volatile memory [memory space] associated with said 
host adapter device [10]; and 

c. commencing operation [executing the initialization program] of said host adapter 
device executing said operational programmed instructions [initialization program] to thereby 



Application/Control Number: 09/910,088 - - .-Page 3 

Art Unit: 2116 

boot said host adapter device [21] [para 57 of page 1, coi. 1, lines 31-37, col. 2, lines 47 - 60, 
col. 3, lines 1-40], fig. 1]. 

5. As to claim 10, Knight discloses a system for booting a host adapter device [21] devoid 
of dedicated [without requiring] non- volatile program memory [ROM], wherein said host adapter 
device [21] is associated with a motherboard [10, system board] having BIOS code [IPL or boot 
program] stored in a non- volatile memory [17, non- volatile memory], said system comprising: 

a. means [11, processor] for retrieving operational programmed instructions 
[initialization program] for said host adapter device [21] from said non- volatile memory device 
[17] of said motherboard [10]; 

b. means [1 1] for downloading said operational programmed instructions 
[initialization program] from said motherboard [10] to a volatile memory [memory space] 
associated with said host adapter device; and 

c. means [1 1] for commencing operation [executing the initialization program] of 
said host adapter device [21] executing said operational programmed instructions [initialization 
program] to thereby boot said host adapter device [21] [para 57 of page 1, col. 1, lines 31 - 37, 
col. 2, lines-47 - 60, col. 3, lines 1 - 40], fig. 1]. 

6. As to claim 1 9, Knight discloses system [fig. 1 ] comprising: 

a. a motherboard [10, system board] including a general-purpose processor [1 1 ]; 

b. a nonvolatile memory [17, non-volatile storage] associated with said motherboard 
[10] for storing BIOS code [initialization program] to be fetched and executed by said genera- 
purpose processor [11]; 
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c. a host adapter device [2 1 ] coupled to said motherboard [10] wherein said host 
adapter device [21] is devoid of [without requiring] nonvolatile memory [ROM] used to store 
operational programmed instructions [initialization program] for processing by said host adapter 
device [21]; 

d. operational programmed instructions [initialization program] stored in said 
nonvolatile memory [17] and used to operate said host adapter device [21]; and 

e. a downloader [it is inherent to system, 10] operable on said motherboard [10] to 
retrieve said operational programmed instructions [initialization program] from said nonvolatile 
memory [17] and to download the retrieved operational programmed instructions [initialization 
program] to said host adapter device [21] [para 57 of page 1, col. 1, lines 31 - 37, col. 2, lines 47 
-60, col. 3, lines 1 -40], fig. 1], 

7. As to claims 2, and 1 1, Knight discloses the primary processor [1 1] for retrieving of data 
associated with said program instructions [the secondary processor's initialization program] from 
non-volatile memory device [17]; and downloading [placing] said data from motherboard [10] to 
volatile memory [memory space][para 57, page 1, fig.l]. 

Claim Rejections - 35 USC §103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claims 3 - 7, 1 2 - 16, and 20 - 22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Knight et al. [hereinafter as Knight], EP 03358 12A as applied to claims 1,10, 
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and 19 above, and further in view of Gillespie et al. [hereinafter as Gillespie], US Patent 
5,859,987. 

1 0. As to claims 20 - 22 Knight teaches a system and method for booting a host adapter 
device [20] devoid of [without requiring] nonvolatile program memory [18, ROM], wherein said 
host adapter device [21] is associated with a motherboard [10, system board] having BIOS code 
[IPL or boot program] stored in a non-volatile memory [17, non- volatile memory] by retrieving 
operational programmed instructions [initialization program] for said host adapter device [21] 
from said non- volatile memory device [17] of said motherboard [10]; downloading [placing] said 
operational programmed instructions [initialization program] from said motherboard [10] to a 
volatile memory [memory space] associated with said host adapter device [10]; and commencing 
operation [executing the initialization program] of said host adapter device executing said 
operational programmed instructions [initialization program] to thereby boot said host adapter 
device [21] [para 57 of page 1, col. 1, lines 31-37, col. 2, lines 47 - 60, col. 3, lines 1 - 40], fig. 

However, Knight does not explicitly teach that a system bus [19] for coupling the 
motherboard [10] to the host adapter [20] to makes an integral with motherboard [10] is a PCI 
bus. 

Gillespie discloses a computer system with a host adapter [PCI compliant Intelligent 
Computer Add-in card, 41] coupled to a PCI bus slot [5] disposed on a motherboard [fig. 2, 3] 
which devoid [obviates the need] for non-volatile memory [Read Only Memory [ROM]] by 
allowing host processor to initialize the embedded system and also download code from a host 
memory to the embedded RAM in subsystem [col. 3, lines 17 - 23]. 
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It would have been obvious to one of ordinary skill in art, having teachings of Knight and 
Gillespie before him at the time of invention was made, to modify the system bus coupling of 
host adapter [20] to the motherboard [10] disclosed by Knight to include a PCI bus for coupling 
of host adapter to motherboard as taught by Gillespie, in order to obtain a host adapter to make 
an integral with motherboard that controls the reset sequence of the intelligent I/O subsystem on 
the intelligent bridge and guarantees the synchronization of the initialization sequence between 
the integrated processor in the intelligent bridge and the host processor [col. 3, lines 24 - 28]. 

11. As to claims 3 - 7, and 1 2 - 1 6, Gillespie teaches computer system motherboard and 
coupling of host adapter on PCI bus slot with PCI bus operations including initialization and 
reset, therefore, he teaches procedural steps involved in operations according to PCI bus standard 
and specifications. 

12. Claims 8 - 9, and 17 - 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Knight et al. [hereinafter as Knight], EP 03358 12 A, and further in view of Gillespie et al. 
[hereinafter as Gillespie], US Patent 5,859,987, over Knight et al. [hereinafter as Knight], EP 
03358 12A as applied to claims 1 - 7, and 10 - 16, above, and further in view of Leung et al. 
[hereinafter as Leung], US Patent 6,446,139. 

13. As to claims 8 - 9, and 1 7 - 1 8 Knight teaches a system and method for booting a host 
adapter device [20] devoid of [without requiring] nonvolatile program memory [18, ROM], 
wherein said host adapter device [21] is associated with a motherboard [10, system board] 
having BIOS code [IPL or boot program] stored in a non- volatile memory [17, non- volatile 
memory] by retrieving operational programmed instructions [initialization program] for said host 
adapter device [21] from said non- volatile memory device [17] of said motherboard [10]; 
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downloading [placing] said operational programmed instructions [initialization program] from 
said motherboard [10] to a volatile memory [memory space] associated with said host adapter 
device [10]; and commencing operation [executing the initialization program] of said host 
adapter device executing said operational programmed instructions [initialization program] to 
thereby boot said host adapter device [21] [para 57 of page 1, col. 1, lines 31 - 37, col. 2, lines 
47 - 60, col. 3, lines 1 - 40], fig. 1]. 

However, Knight does not explicitly teach that a system bus [19] for coupling the 
motherboard [10] to the host adapter [20] to makes an integral with motherboard [10] is a PCI 
bus and uploading operational program instructions from volatile memory in host adapter device 
to a memory in motherboard [generated option ROM code flashed to the system ROM] and 
different steps involved in it. 

Gillespie discloses a computer system with a host adapter [PCI compliant Intelligent 
Computer Add-in card, 41] coupled to a PCI bus slot [5] disposed on a motherboard [fig. 2, 3] 
which devoid [obviates the need] for non-volatile memory [Read Only Memory [ROM]] by 
allowing host processor to initialize the embedded system and also download code from a host 
memory to the embedded RAM in subsystem [col. 3, lines 17 - 23]. 

Leung teaches a computer system with motherboard [200] having a system BIOS in 
system ROM [204] and plurality of host adapters [HA] coupled to different PCI slots on 
motherboard [200] with a PCI bus [fig. 1 A] also teaches to upload [to flash] generated modified 
option ROM code to the system ROM [204] [col. 5, lines 10-18]. 

It would have been obvious to one of ordinary skill in art, having teachings of Knight and 
Gillespie before him at the time of invention was made, to modify the system bus coupling of 
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host adapter [20] to the motherboard [10] disclosed by Knight to include a PCI bus for coupling 
of host adapter to motherboard as taught by Gillespie, and Leung 's method for uploading 
operational instructions from volatile memory in host device to a memory in motherboard 
[system ROM] in order to obtain a host adapter to make an integral with motherboard that 
controls the reset sequence of the intelligent I/O subsystem on the intelligent bridge and 
guarantees the synchronization of the initialization sequence between the integrated processor in 
the intelligent bridge and the host processor [col. 3, lines 24 - 28] and one BIOS image can 
control a set of controller chips that may be integrated as apart of a computer system's 
motherboard [col. 3, lines38 -41]. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nitin C. Patel whose telephone number is 703-305-3994. The 
examiner can normally be reached on 8:00am - 4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lynne H. Brown can be reached on 703-308-1 159. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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